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DETAILED ACTION 

1 . Applicant's arguments filed 2/1 8/05 in response to the Notice of Non-Responsive 
Amendment mailed 1/25/05 have been received and considered. The Applicant argues that the 
amended claims are not distinct from the original claims considering they are still directed to "a 
method of adhering a film to heat transfer component" and "a heat transfer component 55 and that 
the amended claims are species of the original "generic' 5 claims. However, with respect to Claim 

1, the "method for adhering a film to a heat transfer component", the Examiner notes that the 
original disclosure at the time of filing clearly shows that the "method of adhering" the film to a 
heat transfer component does not include the steps of flowing a first fluid in said heat transfer 
component and exchanging heat between the first fluid and the second fluid (Page 2 and Pages 4- 
5 of the Specification.) Additionally, it is noted that the original disclosure at the time of filing 
does not characterize the "heat transfer component 55 as including "a first fluid that flows through 
the flow passage or a second fluid that flows around said flow passage 55 . Hence, if the 
Applicant's position is that the instant claims are still directed to the "method for adhering a film 
to a heat transfer component 55 and a "heat transfer component", the Examiner takes the position 
that the added limitations are directed to the intended use of the heat transfer component of 
Claim 10 and produced by Claim 1 and hence are not part of the "method of adhering" or the 
"heat transfer component 55 . Alternatively, the Examiner takes the position that the amended 
claims fail to comply with the written description requirement in that they include new matter 
that was not described in the original disclosure at the time of filing. 

2. The amendment filed 1 1/5/04 has been entered. New claims 15-25 have been added. 
Claims 1-25 are pending in the application. 
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3. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

5. Claims 1-25 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. Amended Claim 1 recites the limitation "A method for adhering a film to a heat 
transfer component comprising the steps of: . . ; flowing a first fluid in said heat transfer 
component; and exchanging heat between said first fluid and a second fluid flowing around said 
heat transfer component." Similarly, amended Claim 10 recites the limitation "A heat transfer 
component. . .comprising a metal surface that defines a flow passage;. . ;a first fluid that flows 
through the flow passage; and a second fluid that flows around said flow passage, and said first 
fluid exchanges heat with said second fluid." However, upon a thorough review of the instant 
disclosure, the Examiner notes that the limitations with respect to a first fluid and a second fluid 
and the step of exchanging heat between the two are only discussed with respect to condensing 
furnace systems in general at paragraphs 2 and 17-18 wherein it clear from these sections and the 
remainder of the specification, that the "heat transfer component" of the instant invention does 
not comprise the first and second fluids but only comprises the metal/adhesive/film laminate. 
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Further, the "method of adhering" clearly does not include the added steps of flowing a first fluid 
in said heat transfer component and exchanging heat between said first fluid and a second fluid 
flowing around said heat transfer component. It is evident from the instant disclosure at the time 
of filing that these added limitations refer to the intended use of the adhered heat transfer 
component or a method of using the heat transfer component not the heat transfer component 
itself or the method of making the heat transfer component. Hence, the Examiner takes the 
position that the instant claims fail to meet the written description requirement. 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

7. Claims 1-25 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. As discussed above, amended Claim 1 recites the limitation "A method for 
adhering a film to a heat transfer component comprising the steps of: . . .flowing a first fluid in 
said heat transfer component; and exchanging heat between said first fluid and a second fluid 
flowing around said heat transfer component." Similarly, amended Claim 10 recites the 
limitation "A heat transfer component. . .comprising a metal surface that defines a flow 
passage;., .a first fluid that flows through the flow passage; and a second fluid that flows around 
said flow passage, and said first fluid exchanges heat with said second fluid." However, 
considering the instant disclosure fails to describe the "heat transfer component" and the 
"method of adhering a film" as including a first and second fluid or a step of transferring heat 
therebetween, it is unclear whether the Applicant's intent is to claim the "heat transfer 
component" and the "method of adhering a film" or the heat transfer apparatus and a method of 
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heat transfer which include the combination of the heat transfer component and the two fluids 
exchanging heat. Therefore, one having ordinary skill in the art would not be reasonably 
apprised of the scope of the claimed invention and could not interpret the metes and bounds of 
the claim so as to understand how to avoid infringement. 

Claim Rejections - 35 USC §102 
8. Claims 1, 3-7, 9-12, 15-17, 19-21 and 25 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Bergstrom et al (USPN 4,990,383) for the reasons recited previously wherein the 
Examiner takes the position that the added limitations with regards to "a first fluid" and "a 
second fluid" and the added limitations of new Claims 15-17 and 19-21 constitute intended use 
of the heat transfer component or the adhered laminate and are not part of the heat transfer 
component or the method of adhering the film. 

Bergstrom et al teach a plastic coated steel tube and a method for preparing the coated 
tube wherein the steel tube is first coated with a layer of polyolefin that has been modified with a 
hydrolyzable silane such as an ethylene terpolymer including an organosilane compound, 
preferably an unsaturated alkoxy silane, grafted or copolymerized within the ethylene polymer, 
and then coated with a second, outer plastic layer such as a polyolefin layer like polypropylene 
containing carbon black applied over the silane-containing layer and then the silane-containing 
layer is cured under the influence of moisture or water wherein a layer containing water or a 
layer which through chemical reaction splits off water may be use or by treatment in hot water or 
steam, wherein the Examiner takes the position that a steel tube reads upon the limitation "a heat 
transfer component of a condensing furnace system" and "a metal surface that defines a flow 
passage" (Abstract; Col. 2-4; Examples; Claims 5-8.) 
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Claim Rejections - 35 USC § 103 
9. Claims 2, 8 and 13-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bergstrom et al. The teachings of Bergstrom et al are discussed above. Though Bergstrom et al 
teach that the silane-containing layer may be applied to the steel tube utilizing various coating 
methods, Bergstrom et al do not teach that applying a rolling pressure as instantly claimed, 
however it is well known in the art, particularly in extrusion methods which Bergstrom et al 
reference, a rolling pressure is applied to the coating layer to press the layer against the substrate 
to be coated to facilitate adhesion of the coating layer to the substrate and hence would have 
been obvious to one having ordinary skill in the art at the time of the invention. With respect to 
Claim 8, Bergstrom et al further teach that silane-grafted polyolefins exhibit good adhesion to 
metals such as steel as well as polar plastics. Though Bergstrom et al do not specifically teach 
the second plastic layer of the coated steel is a polar plastic, given the above teaching, Bergstrom 
et al provides a suggestion to one skilled in the art to utilize a polar plastic such as polyamide, 
polyester, etc. given that the silane-grafted polyolefm layer provides good adhesion with steel as 
well as these polar plastics. With respect to Claims 13-14, Bergstrom et al do not teach a 
thickness as instantly claimed, however, it is well established in the art that adhesive layer 
thickness is a result-effective variable wherein one skilled in the art at the time of the invention 
would have been motivated to utilize routine experimentation to determine the optimum adhesive 
layer thickness to provide the desired adhesion between two specific materials to be adhered 
based on the desired end use of the laminate. 
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Response to Arguments 

10. Applicant's arguments filed 1 1/5/04 and 2/18/05 have been fully considered but are moot 
in view of the new ground(s) of rejection. 

1 1 . Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Monique R Jackson whose telephone number is 571-272-1508. 
The examiner can normally be reached on Mondays-Thursdays, 8:00AM-4;30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carol Chaney can be reached on 571-272-1284. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




MoniqueJc Jackson 
Primary Examiner 
Technology Center 1700 
May 10, 2005 



